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DETAILED ACTION 

1. The amendment filed 09/22/2008 has been received and considered. Claims 1-21 are 
presented for examination. 



Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a primed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Vinciarelli et al. 

(US Patent No. 6,847,853). 

As per claim 1,3, and 5, Vinciarelli et al. teaches an automated design system for 

performing automated design of a product (Fig. 5) comprising: 

design rule storage means for storing a design rule (Fig 5, Col. 22 lines 35-46), 
automated design means for performing automated design (Fig. 5, Col. 22 lines 15-17) 

using design requirement particulars with respect to a design of the product required by a 

customer or a designer (Col. 22 lines 15-17), designer discretion particulars by discretion of the 

designer with respect to the design of the product (Col. 21 lines 66-67, Col. 22 lines 30-40, Col. 

26 lines 56-59), and the design rule necessary with respect to the design of the product (Fig 5, 

Col. 22 lines 35-46), 

determination rule input means for inputting a determination rule including a rule, which 
is to be satisfied by design of the product in the case of manufacturing the product, and 
comprises at least one parameter which is in addition to the design requirement particulars, the 
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designer discretion particulars and the design rule (Fig. 5, Col. 27 lines 26-47, mechanical and 
thermal design/analysis), 

determination rule storage means for storing the determination rule (Fig. 5, Col. 27 lines 
26-47, Col. 29 lines 29-59, mechanical and thermal design/analysis), 

design result determination means for determining whether a design result obtained by 
the automated design means satisfies the determination rule stored in the determination rule 
storage means (Col. 29 lines 49-52), and 

determination result storage means for storing a determination result obtained by the 
design result determination means (Abstract, host computer). 

As per claim 2, 4, and 6, Vinciarelli et al. teaches (Claim 4 and 6) reading out the 
determination result stored in the storing the determination result (Abstract) and 

(Claim 2, 4, and 6) the design rule stored in the design rule storage means is updated by 
reflecting the determination result (Col. 27 lines 26-47). 

As per claim 7, 8, and 9, Vinciarelli et al. teaches wherein the determination rule is based 
on at least one of technical condition or operational state and schedule rules of a producer, a 
factory, a line and equipment, component inventory cooperation rules, purchase component 
selection rules, environmental control-capable rules, and illegal export prevention rules (Col. 27 
lines 26-47). 
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As per claim 10, 12, and 14, Vinciarelli et al. teaches wherein the at least one parameter 
is not addressed by the requirement particulars, the designer discretion particulars and the design 
rule (Col. 27 lines 26-47). 

As per claim 11, 13, and 15, Vinciarelli et al. teaches wherein the requirement particulars, 
the designer discretion particulars and the design rule address a plurality of other parameters, 
each of which is not addressed by the at least one parameter of the determination rule (Col. 27 
lines 26-47). 

As per claim 16-18, Vinciarelli et al. teaches retrieval processing means for retrieving the 
determination results stored in the determination result storage means (Col. 32 lines 52-58). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

3. Claiml9-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Vinciarelli et 
al. (US Patent No. 6,847,853), in view of Pet (US Pub No. 2005/0108172). 

Vinciarelli et al. teaches most all of the instant invention as applied to claims 1-18 above. 

However, Vinciarelli et al. fails to teach explicitly a patent infringement prevention rule. 

Pet teaches a patent infringement prevention rule (Abstract). 

Vinciarelli et al. and Pet are analogous art because they are both related to system for 
detecting infringement of an intellectual property. 

Therefore, it would have been obvious to one of ordinary skill in the art of at the time the 
invention was made to have included the teaching of Pet, in the method of fabrication rules based 
automated design and manufacturing system of Vinciarelli et al. to promote various service, 
products, and process (Pet: [0008]). 
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Response to Arguments 

4. Applicant's arguments filed 09/22/2008 have been fully considered but they are not 

persuasive. 

Applicants have argued that: 

Further, even ignoring the fact that the rejections are improper, Applicant respectfully 
submits that the Vinciareili reference still fails to teach or suggest each and every 
limitation of the claims. In particular, Applicant respectfully submits that Vinciareili fails 
to teach or suggest at least the following limitation of claim 1 : 

determination result storage means for storing a determination result 
obtained by the design result determination means . 
In the Office Action, the Examiner fails to cite any teaching or suggestion of Vinciareili 
:for the above recited claim limitation. Further, Applicant's own review of the reference 
has failed to find any disclosure of Vinciareili that could be said to teach or suggest this 
limitation of tile claim. Accordingly, Applicant respectfully submits that Vinciareili 
failils to teach or suggest at least the above recited limitation of claim 1 . Applicant further 
respectfully submits that claims 3 and 5 each recite similar limitations which Vinciareili 
also fails to teach or suggest. As such, Applicant respectfully submits that Vinciareili 
fails to teach or suggest each and every limitation of the claims. 

Examiner disagrees and takes the position that Vinciareili teaches all the limitation cited 

above. Particular parts that teaches the limitation cited are directed. In particular a host 

computer is determination result storage means for storing the completed design (a 

determination result). 



Regarding new claims, applicant's arguments have been considered and new ground of 
rejection was made, in view of Vinciareili et al. and Pet. 
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Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eunhee Kim whose telephone number is 571-272-2164. The 
examiner can normally be reached on 8:30am-5:00pm Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Paul Rodriguez can be reached on 571-272-3753. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Eunhee Kim/ 
Examiner, Art Unit 2123 



/Paul L Rodriguez/ 

Supervisory Patent Examiner, Art Unit 2123 



